The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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DECI SI ON_ ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 11 and 13-20, which are all of the clains

pending in this application.

We reverse.
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BACKGROUND

The appellants’ invention relates to an apparatus for
separating and quantifying classes of hydrocarbons in a
sanple. A copy of the clainms under appeal is set forth in the

appendi x to the appellants’ brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

Lauer et al. (Lauer) 3,686, 117 August 22, 1972
Saxena 4,840, 730 June 20, 1989
Ni ckerson et al. (Nickerson) 5,009,778 April 23, 1991

Snyder, Introduction to Modern Liquid Chromatography, John
Wl ey and Sons, 1979, pages 204-206

The follow ng rejections are before us for review
Claim 11 stands rejected under 35 U S.C. § 102(b) as
bei ng antici pated by Saxena, or, alternatively, under 35

U.S.C. §8 103 as bei ng unpatent abl e over Saxena.

Clainms 11, 13 and 18-19 stand rejected under 35 U S.C. §

103 as bei ng unpatentabl e over Saxena in view of Ni ckerson.
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Clainms 14-17 stand rejected under 35 U.S.C. §8 103 as
bei ng unpat entabl e over Saxena in view of N ckerson and

further in view of Lauer.

Claim 20 stands rejected under 35 U S.C. § 103 as being
unpat ent abl e over Saxena in view of Nickerson and further in

vi ew of Snyder.

Rat her than reiterate the conflicting viewpoints advanced
by the exam ner and the appell ant regardi ng the above-not ed
rejections, we nmake reference to the answer (Paper No. 10,
mai l ed May 16. 1996) and the suppl enmental answer (Paper No.

15, mail ed Novenmber 22, 1996) for the exam ner's conplete
reasoni ng in support of the rejections, and to the brief
(Paper No. 9, filed May 8, 1996) and reply brief (Paper No.
11, filed July 19, 1996) for the appellants’ argunents

t her eagai nst.

OPI NI ON
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I n reaching our decision in this appeal, we have given
careful consideration to the appellants’ specification and
claims, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we nake the

determ nati ons which foll ow.

At the outset, we note that independent claim 11 requires
"a supercritical fluid chromat ograph for receiving the sanple
in an input stream and for producing an effluent stream and
"a variable orifice restrictor for receiving a second portion
of the effluent stream and for independently controlling the

pressure and flow rate of the input streant

Wth respect to the primary reference, appellants urge

two grounds for reversal, that "Saxena |acks any disclosure or
suggestion of a supercritical fluid chromatograph%" (brief,
page 5) and that Saxena | acks an effluent stream vari able

valve for input streamcontrol (brief, page 5 and reply brief,

page 4).
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We note the exam ner’s position that "There is no
structural difference between a generic disclosure of a colum
and a supercritical colum" (answer, page 6). Appellants
argue otherwi se, that "[T]here is a structural difference
bet ween a generic disclosure of a colum and a supercritical
fluid chromat ograph” (reply brief, page 4). |In support of the
di fferences, appellants cite Lee (MIton L. Lee, Analytical
Supercritical Fluid Chromatography and Extraction,

Chr omat ogr aphy Conferences, Inc., 1990) and provide a copy of

Lee appended to the reply brief.

Lee’ s description of a supercritical fluid chromatograph
portrays an apparatus capable of providing a nobile phase in a
colum at very high pressure, "practical pressures for
applications range fromless than 50 atmto nore than 500 atnt
(Lee, page 13). Further, Lee describes other aspects unique
to a supercritical fluid chromatograph |like "[T]he pressure-
control |l ed punping systemwhich is essential for pressure or
density progranm ng, and the flow or pressure restrictor at
the end of the column which is required to maintain

supercritical pressures inside the colum" (Lee, page 145).
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To support a rejection of a claimunder 35 U S.C. *
102(b), it nust be shown that each elenent of the claimis
found, either expressly described or under principles of

i nherency, in a single prior art reference. See Kal man v.

Ki mberly-Clark Corp., 713

F.2d 760, 772, 218 USPQ 781, 789 (Fed. Cir. 1983), cert.

deni ed, 465 U.S. 1026 (1984).

It is our conclusion that the | ow pressure chromatography
systens of Saxena do not anticipate, or render obvious, the
supercritical fluid chromatograph Iimtation of appellants’
claimand we reverse the exam ner’s rejection of claim11l
under 35 U.S.C. §8 102(b) as being anticipated by Saxena, or,
alternatively, under 35 U.S.C. §8 103 as being unpatentable

over Saxena.

We find that the Saxena reference does not teach a
supercritical fluid chromatograph as recited in claim11l on
appeal. Saxena teaches chromat ography systens using flow

colums (Figs. 1 and 2) and expl ains that high pressure, high
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perfornmance systens are "nore expensive and pose a health
hazard" (col. 2, line 27). The objective stated in Saxena is
to "[P]rovide a chromatography system capabl e of high
performance whil e operating at relatively |ow pressures” (col.
2, lines 32-34). Thus, Saxena teaches a | ow pressure

chromat ograph, not a supercritical fluid chromatograph.

The exam ner suggests appellants' "specification is nore
pertinent as to what is neant by the term'supercritical fluid
chromat ograph' than Lee" and points to the specification and
original clains 19 and 20 where "the only" structure given is
"a colum packed with an adsorbent such as silica"

(suppl enental answer, page 4).

We do not agree that "supercritical fluid chromatograph”
is limted by appellants to nmean nerely the colum.
Appel | ants describe "a supercritical fluid chromatograph that
i ncludes a colum" (specification, page 4, line 31-33). The
term"includes"” is open and not limted to just the colum,
but enbraces other necessary el enments obvious to a person

having ordinary skill in the art. Despite the examner's
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comment that "[s]upercritical pertains to the fluid state of
the fluid to be chromatographed and not to the structure of
the colum”, (answer, page 6) we find that the colum in
Saxena i s conmbined with additional unique supercritical fluid
chr omat ogr aphi ¢ conponents.

Lee explains that supercritical fluid chromatographic
conponents include pressure-controll ed punping and ot her
apparatus necessary to perform supercritical fluid

chromat ographi ¢ operations (Lee, page 145).

The exam ner has not explai ned where the "supercritica
fluid chromat ograph™ (which includes apparatus necessary to
perform supercritical fluid chromatographic operations) are
taught in Saxena. Accordingly, since the teachings and
suggestions found in Saxena neither anticipated nor nade the
subject matter as a whole of claim 11l on appeal obvious to one
of ordinary skill in the art at the time of appellants’
invention, we nust refuse to sustain the exam ner's rejection
of claim 11 under under 35 U S.C. 8§ 102(b), or, alternatively,

under 35 U.S.C. § 103.
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Regarding the rejection of claim 11l under 35 U.S.C. * 103
as unpatentabl e over Saxena in view of Ni ckerson, we find that
Ni ckerson does not overcone the above noted deficiencies of
Saxena. Nickerson teaches an axially-driven variable
restrictor valve controlled fluid trapping assenbly useful for
instrunments such as chromatographs. However, even if the
val ves in the apparatus of Saxena were to be of the type shown
by Ni ckerson (as suggested by the exam ner), rejection of
claim 11l woul d not be sustained since the above-noted

deficiencies of Saxena would not be overcone.

We have al so reviewed the Lauer, Nickerson and Snyder
references additionally applied in the other rejections of
claims 13-20, but find nothing therein which mkes up for the
defici enci es of Saxena di scussed above. Accordingly, we
cannot sustain the examner's rejection of appealed clainms 13-

20 under 35 U.S.C. " 10sS.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
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claim 11 under 35 U.S.C. ® 102(b) or, in the alternative,
under 35 U.S.C. " 103 is reversed. It follows that the

exam ner's other rejections of clains 13-20 under 35 U S.C. *
103 as obvi ous over Saxena, Nickerson, Lauer and/or Snyder are

al so reversed.

REVERSED

Rl CHARD B. LAZARUS
Adm ni strative Patent Judge

BRUCE H. STONER, JR. )
Chi ef Adm nistrative Patent Judge)

)

)

)

) BOARD OF PATENT
TERRY J. OWENS ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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